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earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)\Z\ This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) O Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statennent(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) im Notice of Infomnal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060712 



Application/Control Number: 09/438,590 
Art Unit: 3628 



Page 2 



DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
5/15/2006 has been entered. 



Response to Amendment 

This Office Action is responsive to Applicant's amendment and request for 
reconsideration of application 09/438,590 filed on November 12, 1999. 
The amendment contains original claims: 2-5 and 7-13. 
The amendment contains amended claims: 1 and 6. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-13 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent No. 5,787,402 to Potter et al. (further referred to as Potter). 

Regarding claims 1 and 6, Potter teaches a system and method for 
processing funds transfer transactions from a customer of a financial institution (See 
Potter et al. figure 1, and column 1, lines 9-14, "The present invention relates generally 
to methods and systems for performing automated financial transactions, and more 
particularly to a method and system for performing automated financial transactions 
involving at least two currencies at real-time market rates between a customer and a 
financial institution."), the system comprising: 

a first processor receiving a bulk file from the customer (See Potter et al. figure 1 , 
item 10, column 3, lines 19-25, "Customers can access the system on-line and in real 
time through various terminals such as, for example, a personal computer (PC). By 
inputting information in response to prompts on the screen, the system quickly identifies 
the nature of the transaction the customer desires and the customer inputs the 
characteristics of the transaction the user desires; column 5, lines 15-32; column 15, 
lines 5-46, "...the Batch File Server determines which of the messages contained in the 
financial institution's mainframe are for foreign currency exchange..."), the bulk file 
containing a plurality of funds transfer transactions, the first processor: 
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(1) determining which of the plurality of funds transfer transactions is a foreign 
exchange transaction (See Potter Column 1, lines 9-14; Column 5, lines 15-32; Column 
15, lines 5-46, "...the Batch File Server determines which of the messages contained in 
the financial institution's mainframe are for foreign currency exchange..."), and 

(2) grouping the plurality of funds transfer transactions into funds transfer 
transactions requiring a foreign exchange operation, denoted as foreign exchange funds 
transfer transactions (See Potter Column 3 lines 13-18 "a method and system for 
initiating and executing foreign exchange transactions. The improved method and 
system deals in virtually all trading currencies, automatically incorporates the current 
market process and operates in a secure environment."; and Column 5, lines 15-32; 
Column 15, lines 5-46)), and funds transactions not requiring a foreign exchange 
operation, denoted as same currency funds transfer transactions (See Potter et al. 
column 3, lines 57-63, "Further, the system enables users to perform money market 
transactions in which a user may deposit money in a first currency and automatically 
obtain interest on that deposit in the first currency."; and Column 5, lines 15-32; Column 
15, lines 5-46); 

a second processor coupled to the first processor, the second processor 
receiving the same currency funds transfer transactions not requiring a foreign 
exchange operation from the first processor (See Potter figure 1 item 16 "Money Market 
GUI" and figure 2, item 106 "Money Market Server" column 5, lines 3-6 "Money Market 
Trade Execution Server (Money Market Server). This server allows a client to deposit a 
foreign currency for a short-term deposit at a specified deposit rate"), the second 
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processor generating first funds transfer instructions in response to the same currency 
funds transfer transactions (See Potter column 5, lines 11-14, "both principal and 
interest accrued at the specified deposit rate, with principal and interest returned to the 
client in the original currency."); 

a funds transfer processor coupled to the second processor, the funds transfer 
processor receiving the first funds transfer instructions from the second processor and 
executing the received first funds transfer instructions by transferring funds to a funds 
transfer processor of another financial institution (See Potter column 15, lines 16- 
60); and 

a trading processor coupled to the first processor, the trading processor receiving 
the foreign exchange funds transfer transactions from the first processor, the trading 
processor executing a foreign exchange operation in response to the received foreign 
exchange funds transfer transactions (See Potter figure 2, item 118; column 4, line 45 - 
column 13, line 10; column 15, lines 36-46). 

Regarding claims 2 and 7, Potter discloses the system and method wherein: 
the trading processor is coupled to the second processor, the trading processor 
foHA/arding to the second processor the foreign exchange funds transfer transactions 
and funds resulting from the foreign exchange operation, the second processor 
generating second funds transfer instructions in response to the foreign exchange funds 
transfer transactions and funds resulting from the foreign exchange operation, and the 
funds transfer processor receiving the second funds transfer instructions from the 
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second processor and executing the received second funds transfer instructions by 
transferring funds to a funds transfer processor of another financial institution (Figure 1 
item 40 Bank 2; column 1 , lines 9-14; column 4, lines 45-52; column 5, lines 21-33). 

Regarding claim 3, Potter discloses the system further comprising a link coupling 
the first processor to a system of the customer, wherein the customer system transmits 
the bulk file to the first processor (Figure 1, item 10 Customer; column 1, lines 9-14; 
column 4, lines 45-52). 

Regarding claim 4, Potter discloses the system further comprising a firewall 
disposed in the link coupling the first processor to the customer system (See Potter 
Figures 1 and 2 which do not illustrate the commonly used firewall implemented by 
software however the examiner declares Official Notice that a firewall was a well known 
security device that prevents unauthorized users from gaining access to the internal 
bank system and the customer and bank would be motivated to use firewalls to prevent 
unauthorized hackers from causing damage). 

Regarding claim 5, Potter discloses the system further comprising a market link 
from the trading processor to a foreign exchange market, wherein the trading processor 
receives real time foreign exchange rates over the link (Figures 1 and 2 and column 1, 
lines 9-14). 
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Regarding claim 8, Potter discloses the method further comprising the step of 
separating the bulk file into its component funds transfer transactions, the component 
funds transfer transactions including the foreign exchange funds transfer transactions 
and the same currency funds transfer transactions (column 3, lines 57-63; column 5, 
lines 14-33; column 15, lines 6-46). 

Regarding claim 9, Potter discloses the method further comprising the step of 
sending an acknowledgment to the customer upon receipt of the bulk file and upon the 
settlement of the funds transfer transactions (Figures 18-26; column 15, lines 44-59). 

Regarding claim 10, Potter discloses the method further comprising the step of 
grouping the foreign exchange funds transfer transactions into batches according a 
market in which the foreign exchange operation is to take place (column 5, lines 15-33; 
column 15, lines 6-52). 

Regarding claim 1 1 , Potter discloses the method further comprising the step of 
validating the format and contents of the batches (The examiner declares Official Notice 
that this feature was known as "error checking" and is commonly practiced by the banks 
to prevent errors which can cost money). 

Regarding claim 12, Potter discloses the method further comprising the step of 
validating the format and contents of the foreign exchange funds transfer transactions 
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contained in the batches (The examiner declares Official Notice that this feature was 
known as "error checking" and is commonly practiced by the banks to prevent errors 
which can cost money). 

Regarding claim 13, Potter discloses the method further comprising the step of 
aggregating the foreign exchange funds transfer transactions contained in the batches 
according to a currency of the foreign exchange operation (Column 5, lines 15-33; 
column 15, lines 6-46). 

Response to Arguments 

Applicant has argued that the previously cited references do not disclose 
determining which of the plurality of funds transfer transactions are foreign exchange 
transactions, as amended in claims 1 and 6. However, the Examiner specifically points 
to columns 5 and 15 where Potter discloses batch processing where components are 
broken down in order to execute transactions based on identifying foreign exchange 
transactions. Specifically, column 15, lines 39-44 refers to receiving SWIFT and bulk 
files and states "If from the latter, the Batch File Server determines which of the 
messages contained in the financial institution's mainframe are for foreign currency 
exchange by the Payment Order server, retrieves those messages and passes these 
messages to the Payment Order Server." This process is conducted by the system 
servers, not by customer's using the service, and the process is done automatically by 
the system. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

US Patent No. 5,774,553 to Rosen discloses real-time foreign exchange 
settlement (column 2, lines 1-8) where transfers are assembled, sent to a receiver, and 
then disassembled for processing (column 13, lines 7-14), where transaction netting 
occurs (column 26, lines 27-67 and column 27, line 53 - column 28, line 10) and 
notification is received of the settlement (column 30, lines 9-10). 

US Patent No. 6,058,378 to Clark et al discloses links for comprehensive 
financial transactions (column 3, lines 15-18), where the transaction is routed to the 
appropriate service based on the event (column 7, lines 25-29 and column 11, lines 12- 
19) and where transactions which are awaiting authorization can be sorted based on 
criteria including currency (column 20, lines 27-32) and where these batches of 
transactions are delivered as a batch via the server at pre-scheduled times (column 27, 
lines 30-36 and column 28, lines 12-17). 

Any inquiry concerning this communication should be directed to Jennifer 
Liversedge whose telephone number is 571-272-3167. The examiner can normally be 
reached on Monday - Friday, 8:30 - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sam Sough can be reached at 571-272-6799. The fax number for the 
organization where the application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Jennifer Liversedge 



Examiner 
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